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BEST AVAILABLE COP>r 



RccoirsicleiMlion oflhc upplicalion nnd allowance ofall punding claims uro respecifiilly 
requested in view of die remnrlcs below. Cliiims 1-8, J 0-1 4, 16-33, 35-39, 41-60, 62-66 and <S8- 
76 rcrrulin pending. 

Finality oF Rej ection 

In iin Advi.sory Action duLed April 19, 2004, \hc proposed amendments in applicanLs' 
reply dulcd March 26, 2004 would noi be liniered because diey were allegedly deemed lo not 
pltice the applicijiion in better (bnn for appeal by muLeriLilly rctliicing or siin[->li Tying the issuus 
for appeiil. As furlher noled in the Advisor Action, die explanulinn given as to how the new or 
amended claims woidd he rejected was dim the applicanis are altcnipling to dilTcrenliHle die 
imiended claims from the prior arl based on die use ol iho icmi "enterprise resourec 
nianagemcni" and diat the lemi I/IRP is alluyedly broad and encoaipiiiises [he 
aiitoinaiion/compuieriyaiion ofvariou.s slandard workflow manufacturing processes, and 
therefore, the prior arl allegedly conlinues to read on the applicants' claims. 

Applicanis filed a Requesi forCominued lixaminiiiion (RCE) to continue this application 
ajid to have claim amendments enicred and considered. 

However, lo applicants' surpriiic, in.sicad of continuing to work with the applicanLs to 
advance prosecution of die application, the Examiner issued a l-irsi Ofllce Action Final for the 
RCli. This First Ofdcc Action Final reiterates die above expUmulioo and the argumen!.s in the 
Uusi. OiTice Aclion (dattjd January 27, 2004). 

Applicanis respectfully submit Uml the finality of the Office Action is improper. As 
aLul:cd in MPHP 706.07: 

While ihc rules no longer give lo an applicant the right lo ^nmend 
as often as the Examiner pre.scnts new references or reasons for 
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rejection;^ preseni pruciicc docK nor s::inciioii hiisiy md ill- 
considcrcd finnl (vjeclions. The appliciinl who is seeking (o dciine 
his or liLT inveiUion in clnims ih;a vvill give itim or her the patent 
proieclion In which he or she is jnsily cnlillcd should receive l:he 
coopei-iuiun of Ihc- Ex^iminer to thai end, and noi be prenjatLirely 
cuL olTin Ihc prosecution ofiiis or her appMcation. ... 

The Examiner should ncvCT li>se sight of the fact lh;U in every case 
the npplicani is entitled )0 n full mid fair hearint,', and ihm a clear 
is.sue bcTWiiL-n ;ipplican/ and c.^camincr should be developed, if 
possible, before appeal. 

Addilion^illy, MPEP §70r).07(bJ indicates that it is not proper to make final a first Ofnce 
Action in a coniinuing applicaiJon, where ihnt npplicalion contains maierial which was presented 
m ihe earlier application after linal rejection, hiil was denied entry because new issues were 
ruised tluU required further consideration ami/or search. Applicants made substantive claim 
amendments in a bona lido attempt io advance prosecution uf this application. Applicanis 
respectfully submit (hat the Examiner, at the very le;LSI» implied that the proposed claim 
amendmcnls would not be entered because ihey would not reduce or simplify Ihe issues for 
appeal, and thus, raise new issues. Therefore, apph'cants, in an effort to move this case along, 
opied 10 (lie an RCE. Since the Rxaminer Icil applicanis to beh'eve thai ihe claim amendmenls 
would require further coiisidemtion, applicants respceifully submit that rhe Hnality of the first 
Office Action is improper. 

Therefore, applicants respectfully requesi a withdrawal of the fiiiahiy of the July 14, 
21)04, Office Action, or, at the veiy least, meanijiyfijj consideration of ihe remarks below, 

aUiiiiS OfClai ms 
"I he ami^ndn^eni lo the claims proffered in Ihe JICF- was entered. 
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Summar y OI'The I nycnrmn 

Applicanis' invciUion is clircciotl in the iMjruiHijm o Fin form atinn siicli as contracts. In 
particular, llic invention relates to iJcnlilViiyu inrorn uition. for example rciritiving data inherent to 
iho conlrnci's subject, imm an Cnteypii^c RL'soiiiico fWrni^ System in a priva te cluclron ic 
envimnnient, iiianil^ina the info m unicui in a r xihlic e lc cironic e nvironm ent, and reci stcrinti the 
mana ged inromiatiQirvKyjie piihiic^ecir onic en v ironment with the privale el ectrnnic 
env ironment . 

Advnnragct>iisly, aspects of the present invention minimize access to ihe back-end system 
(e.[|., the DRP systems) of a private ekcironic environment hy prc-feichiiie data from the hack- 
end syslCMi :ind storiny il on the web sener of a public electronic environment. Tliis data is then 
used to creale and/or mainmin proposals on ihe j'roni-end system. This enables the information 
lo he worked-on in a user- friendly envirojimenL, and does not require the user to stay conncctctl 
to ihe private electronic environment. When a proposal is complete, it is then forwarded to the 
hiick^cnd sysiem (private electronic environment) for contract fulfTllment, invoicing and 
accounting. 

For example, ihe inveiUion may be a complex seller-d ri ven experience for large 
enteiprise level conu-acis like a contract for mainienance and upgrade ofa largo number of 
equipment or more ficnerally a contract which replaces multiple recuiring i^ayments (related to 
software licenses or sei*viccs) with a sinyle unique contract. 

tssues 

1 ) Whelher claims l-S, 1 0-23, 25-33, 35-1«, 50-60, 62-74, and 76 rejected under 35 
U.S.C. § 1 02(b) are anticipated by Walker et al. (U.S. Patent No. 5,794,207). 

2) Whether claims 24, 49, and 75 are obvious to one ofordiuary skill in the an based on 
the leachings/sugL5e.';iions of Walker ei al. (U.S. Palcnt No. 5,704,207). 
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Aruumc iii. 

Applicants icspoclfiilly. h..ii mosi slremioiisly, siibmil (hut since at loiusi one ruyliire of 
applicanls" chiinicd invention is missini- iVoin ihe npplicd rclcrence (and as noted below ihere arc 
iiiiiny foaiLiies misiiini'), Wiitkcr cf al. won Id nul iinlicipiile applicjnls' invention, nor render 
applicHHls' invonlion obvious. 

As noled abnvc. applicants' iiwcniion is dirtcled lo ibe manauina of informati on such as 
coniracls. In p:iriiciilar, ihe invention relates la ido niifvintj i nfomialio n. for example retrieving 
data inheriini lo the conlract's .subject, from an L'nuajirisc Rcs<iii£Qc_P]^^ in a priva te 

electrnn jc environment, managi nu ihe in lb rination i n a publ i c eleclron ic miviinnmnni nnd 
ixM^rintjihgjiiiin iiued info i maiion vin ihepubljc eleclroni c cnvirnnn ient wiih L lic privnt e 
cjec tronic e n yiroiinKnt - Neither ofihc.se elemcni.<i or function.'; is shown nor taught in Walker el 
al. as described in e''<^'iter detail below. 

Walker e( al. is- tlirecled lo a one-iinie simple biiyer-dri\'en eleclronic experience 
compared lo applieunis' invention (hat is directed lo a complex negoliatcd .seller-driven 
experience. 

In ihe background section in columns 1-4, Walker et a), describe a typical soller-drivcii 
experience, a typical e.xchange-driven experience, and a tyjiical buyer-driven experience. 
Iniponantly, :i key point de.scribed in column 3, lines l9-2<i, of Walker et al. is that i ndividu al 
constinicrs cijnnot ej1ectiyclyjiarU£ii)ate in a bilat erul biiv er-driven experien c e because t licv 
donlt liayiL!JieJjuyjn£jio\^^^ Sellers are deterred to respond to 

individual RFP because there is no guarantee of (he authenticity of the RFP and the cost of 
negoliming with individual consumer;; (lines 4S -53 column 3). A key element nece.«5iry to 
achieve a critical mas.s of seller participation in such bilateral eleclronic buyer driven system is 
the seller'.s ability to bind a buyer lo a luyal coniruct under the tcnn of the buyer posted offer 
(lines 13 27, column 4). 
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The objecl. of Wjilkcr ct al. h a sysicm orini vcjr-dr i ven elc ctmnic commerc o Ihm olTcrs 
Ihe capability for incli vicinal buyers lo issue auiliemiccible niessagcs ihat contain the temi oCa 
puixhasc olTor. Publish iht- oCTcr lo pnicmiLil sellcn^. Allow scIIlt who meets lli<i lernis mid 
con.liiioiis lo biiid Ihe buyer lo acc-cpi ihc seller fuinilnionl olthe offer ynd coJIecllho funds 
imiiirLlimely, upon ihe seller's acceplance of the buyer's lenns. Walker et al. also disclose 
allowiny a third piirly (who will own/adriiinisier ilie system which is called a conlrollcr) lo 
supervise the Iransaclion (column 7, line 26 to column H, line 25). 

The sieps in the lechniLpie disclosed in Walker el al. umy be summed up as follows: 
Slop I - llie prospeciivc buyer sends a IIFP lo ihe confrollur; 
Step 2 - Ihe controller automaiically auihenlicaies ihe buyer data; 
Step 3 - the coiilroller aulomalically sends ihe request io perspective sellers; and 
Slep 4 - the controller auioniaiically creaies the coniraci and cash in for the seller. 
Tn contrast (o the buyer-driven experience of Walker el al., applicants' invention is 
directed (o a seller-driven experience where the buyers are generally large organizations. The 
object of the iransaclion is, Ibr example, a contract thai for its nature to be planned, simulated, 
negotiated and fuinilcd needs the mo.^r cuneni dat:) and specifications rehited to a contract's 
subjocls. Generally subjects oflhe cotiiraei arc performances aiid/or specifications of 
oquipmciils and/or software and/or services. 

This informuiion Is e^nerally scnsiiive for both buyer and seller and is recorded in the 
private electronic environment of the buyer o,- ihe seller or both. Performances and/or 
specincaiions of equipments, softAvare or services, which arc the subject of these kinds of 
contracts, keep chanjrine depending on Ihe business needs of llio buyer. Consequently there is a 
need for fetching current dala fiom Ihc private clecdonic environment where this infonnation is 
-slorcd, which is normally the f-FLP .sysleiu of Ihc seller or buyer or both. 
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To m.ike a concrete ex.uuplc in (he llrsl impk-mentiilioii of applicants' invenlion, Uic 
conlrnct's suhjcci may be for sollvvare. nic ^iofcwurc mny be normally paid wiili rccumng 
Piiyincnls while ilie recurring (monlhly or qiiarierly) |Jrice varies depcruling on cerliiin price 
drivei-s like ihe number o)' users or the c omputer processor power where the software is inslalletl. 
A ct)mpany mny niuinUiin records ofihese daui in its privfltc dcclronic environment (ERP 
system). Oihcr possible applicoiibns urn any snit ofcnmplcx seiviccs or maintenance conlracln: 
Maimenancc ufequipmcnt (photocopiers, airplanes, car Heel etc) where the contract's subject is 
llic equipment's specifications and the niainienaiice service specifications. 

In these cases, boih the buyer and-seller liave an interest in negotiating an umhrella 
conlracr lhal covers Hie whole budget cycle (usually a year). In addition, the buyer may have the 
nexibiliiy 10 chanije during the budyei cycle, u heiher the buyer will cfTectively buy or request 
terms ofservice performance or spccificnrions wiihin certain paramctci-s established when Ihe 
coniraci is signed. Because ofihe umbrolJa coniraci Ihe buyer will receive a bottom line invoice. 
The administrative saving and husines.s nexibiliiy that both .^icller and buyer have as a resuli of 
this kind ofconli-acts may be substantial. 

The steps in the technique orapplicani.s' invention may be summed up as rollow.s: 

S(ep I - infornuuion is identified, via a public electronic eiivironmoni, fi-om an 
enlcrpri.se resource plnnnini; system within a private electronic 
environment, e.g., data stored lor a coniraci in an bRP system in a pi'ivale 
environment i,<? made yvailabie and accessed using a public electronic 
cnviroiuneni; 

Step 2 - the information is managed, wherein one or more a.-ipccts of m.-inaginy 
tho infonnalion are perlbmied within the public electronic enviromnenl 
off-line from Ihe private electronic e/ivironiiienl, e.g., the buyer and the 
seller negoiiaie ihc terms oFihe contract; and 
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Srcp 3 - (he managed inlhnnaiion is rCL-isicrcd, via the public clccfi-onic 
environniciu, wiih iliii privaic electronic eiivironnicrit. 

Kiest, W-'ilkcr ul liiil lo discJose "ideniiryiiiii infoininijon to be managed." As noled 
iibove, Walker et al. discioSL- ;i buyer posted offer. This offer is not to be iriunaficd bu( siniply 
accepted hy the .sc-llcr. hi a|iplic:inis' iiueiiiion, for example, idler fetching data from the HRP 
system of ihc SL-ller, llie seller needs lo work M-ith ihe buyer to plan its future needs and simiilale 
viirious planning scenafics and varions coi.iraci options. The infonnation felchcd will be used as 
u base for phmnins and simiiUHion. The piirpos.^ of the plam.int; phase is to determine ihe buyer 
rct|Liiremenls for the next pliinning cycle, bi the example ofihe software business which Inis 
been useil in our implcmenlation buyci- aiul seller will work (ogelher in answcrina the following 
questions: Which new sofware will be insiallcil and when? Which one will be removed and 
when? On which computer will ihc .sofiware be installed? How many users will use il? Which 
support and maintenance .services are rcc|Lie.sied and for how long? Tiie simulation activity is in 
support of planning because ii. allows foreseeing ihe effect of different planning scenarios on the 
price/performance of the coiuraci. 

Walker el al. in addition to failing lo diselo.se "identifying information to be managed", 
also niil to di.sciosc "managing the informaiion" and "registering the managed Infomiation" us 
recited in iipplicanls' indepcndenl claims. 

Thus, Walker el al.. which fail to disclo.se these features, would not have anticipated 
applicants' inveiuion as recited in independent claims 1, 19, 26. 44, 51-53, and 71 . 

Second, the llnal Office Aclioii (page 2, section 2) notes lhai applicants wore altcmpling 
to dinerenliale ihe nn.onded ckiim.s from (he prior an based on the use of the (erm "entcipri.se 
resource management" Kn.1l.er .slated in ihe final Office Aclio.i (page 2, section 2) was that the 
term ERP is allegedly broad and encompasses the antomiilion/compuleri^alion of various 
iitandard workilow manufacturing procc.s.ses. and Ihcrelbre, it is Ihe Examhier's responsibility to 
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ftive ckiini kiiiyimac iis hroaLlcsl reasonable iii(ciprel;ilion, and lliiis, the prior art (Wa liver et al.) 
Jillegutily conlimics in rc-cid on ihu applicanls" cluims. 

However, ihe final Office Action (paye 2, section 2) fails to idcjilify an ERP system in 
Wulkcr el ai. If the conlroller for rcyulaliny the buyer driven transaction in Walker ct al. is to he 
(akcn, for llie sake of argument, as ihe l!RP system, then as noied below, tl.e controller is neither 
operated in a private elccirt»nic onvironnieni nor desiynecl to support and nuiomate the business 
processes ol a business. 

As an ERP system cannot be fonnd in ihc applied prior an. the limitation of an ERP in 
applicanK" independent claims doe.^ indeed dilierentialc applicants' invention fmrn Walker el al. 
Thus, Walker el al., which tail lo diseln.se :m ERP system, would noi have aniicipaled applicants' 
invention as recited in inUepcndenI claims 1,19, 26, 44, 51-53, and 71. 

Third, noted in tl.e final Office Action (pai-e 2. section 2) is also thai applicants argue thai 
the limilarion regardiny private and public inlbmialion i.s not present in the prior art of Walker el 
nl. 

However, applicants did no( simply aryue that the limitation ofprivate and public 
information is not present in the prior art of Walker ei nl. Instead applieanis argued that Walker 
ef al. fail to identify infnjiniation from an ERJlsygicm within iU2!:ivate^lcctnmL^ 
nnd further identity infonnalioji from an ERP .sysiem wiihin a private, electronic environment m 
ajiijbliiLdfiCtrsmit^^ See, page 1 5 of npplicants* Response dated Mareh 26, 2004. 

Thus, Walker el al. which fall to disclose ideniify in formation from an Fl^ system 
wiihin a private elec-.tronie environment would not have anticipated applicants' invention as 
recited in independent claims I, 19, 26, 44, 51-53, and 71. 

Fourth, in the final Onice Action (page 2, section 2). ,i is the H-xaminer's position that the 
temi "private elecrronic cuviro.mienl" is extremely broad nnd it is the Examiner's responsibility 
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10 yive claim l.nguafi.- ils bmnclcsi rcaso.uble inie.prctation, and IhM the central coiUrc^llcr of 
Walker ei al. is a private cleclronic em imnnien( os il,. public does not have access in its data 
stores (ngiirc 2). 

However, on li.e next p;,ge of ihc llnul OlTdce Aciion (page 4, section 4), the Exumi.ier 
UUves tiie opposite posilioi.. In p;,rtic.ul.r. Ihe Fvaniiner stales thai Walker ct y|. teach a meihod 
Jbr manaeing iiiromuilion comprisi.iy: majiaginc inforn.alion within a public environmeni ol/line 
iVoni the privaie environment (Ili^mcs 2, 6 and 20, coiiinir. 12, line 8-21 and 40-53 column 14, 
lines 33-39; column/line 22/39-23/19; column 27. lines 20-43). 

As there is only one system in Walker ei al., tlic fnct is. Walker et al. disclose a public 
electronic environment tlmi has access lo privaie infommlion, ;ind not a private elccironic 
cnvironmem operalii.g an CRV (e.g.. sofiwarc system lhai is designed to support and automate 
the business processes of medium and large businesses). Further, in Walker ct a!., the 
transaction simi and cntl in the central coniroljer administered from a tliird party ouiside ofany 
privaie electronic environment or.seller and buyer (if there are any), and in any event, (here is no 
intcraciion between such public and the private nerwnrks. 

In addition, as noted above, the private electronic envimnmcni of applicants' invention is 
an ERP system that contains data inlierem to ihe conlract's subject and not a controller that has 
Ihe purpose to regulale the buyer driven iran.^aotion as described in Walker ci al. A controller, as 
stated iu a standard linglish dictionary, means, "regulating mechanism, aa in a vehicle or electric 
device-. Thai is exactly the puiposo ofthc conlroller i.i W-jIker el al. to regulate ihc buyer driven 
imnsaciion. The Gxamincr should not mi.scharacleri?.ed it and con.sider a controller similar to , 
ORP system. An H\W (Knleiprise Resnnice Planning) system is any soOware system designed 
to support and automate the business processes of medium and lai ge bu.<!inesses. 

Thus. Walker et al. which neither disclose a privaie eleeimnic environment nor an KRP 
system operating in a private electronic cnviron.nent would nor have anticipated applica.us' 
inveniion as reciicd in ijidependent claims I, 19, 26, 44. 51-53, and 71. 
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Ki/lh, nnoiher f.ctor nol addressed i„ Walker ci al. i. where applicflnis" system .How. (Ik 
r-goiialioM .nd .he pr.p;u^tion of Ihc pmpos.,1 con.plclely off-line or disconnectc<| ilom tho 
pnvare cl.clronic cnvnonmen*. Thus, NValkcr al. weld nol havo an.idpalcd applicants- 
iMvenlion as lu'citLd in indepondc-iit claims 1, 19, 2(), 44, 5)-53, and 7L 

Six.h, ihe conUolL-r in Walk.r al. doos nol fcMch any informalion from buyer and seller 
11 receives infom.alion and administers inA.mu,.ion con.ing from boLh buyers and sellers, fn 
appl.-cants- invenlion, ihc se,^er in Ihe puhlic elecironic environmenl. accesses the ERP sys,em in 
the private electronic environmenl and selects specinc information that is needed as a base for 
the contract. Nothing ofdiis kind is described in ihe Walker el al. Thus. Walker et .1. which do 
not disclose "pre-fetching data form said prix-aie elecironic environment to be use in the 
manafiing of .said informaiion" would nor have anticipated applicants' invention as recited in 
dependent claims 17, 42, and 69. 

Sevciith, anoiher taelor .loi addre.ssed in Walker ei al. is administration of the approval 
process before reijistcriny the proposal as a contract in the j^rivale electronic environment. This 
i.s lypical in the case ol multiinillion enterprise level conimcts where sirici approval level 
authorizalion signaiiire processes have to be dellned and controlled to guarantee the desired level 
of approvals. As noted above, in Walker et al.. th. seller need only accept lo create the contract. 
Thus, Walker ct al. would not have anticipated applicants' inveniion as recite.1 in dependent 
claims 10, 12, 35, 46, 62, and T.V 
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IM Iho Office Action, clnims 24. :.nd 75 were rejcclcci under U.S.C. § 103(a) as 
iilbgcdly boinfi unpuLcntableover W.Ikere. nl. (U.S. PaienL No. 5,794.207). Applic-:m,s 
rcspcclfully iraveric (.his rejcclion forlli..- Ibllowini', •"ea.^ori.s. 

As notal abovc Wnlker oi .1. (ail ro disclo..e "un enterprise resource planninc. .system 
wuhm a privutc dectrunic environnicn.", as well a,, ideniiiyine or obiairiing Infonnatiou. "vio a 
pubhc elcclronic enviromnent, fron. an c-nu-rprise resource planning system wiihin a private 
electronic .nvh-on.ncnl (o be managed." More i.nportanlly. Walker cl al. Jail to leach or suygest 
":in cnle,pW..e rcscnircc pla.iuing syslcn vviihin a pnvmc electronic onvironnicnt" and idonlilying 
or oblaining infomiaiion. "via a public clecironic cn^'ironmc^l, from an entcqirisc resource 
planning system within a private clfclroiiic environment to be managed." 

Jn addition, Walker ei ;,|. do noi address lUe problem, associated with enterprise r..source 
planning (HRP) systems, and in particular, the problem ol performing one or more aspects of 
managing infornialio.,, and in pariiciihr. inlbmiaiinn obtained from an ERP system in a private 
electronic environmenl. within a pnblie electronic en^'ironmenl. rather than the private electronic 



environment. 



For the reasons noied above. Walker ei al. fail (o lead, or suggest methods, systems. an.I 
computer products .s recited in the amended independent cla.ms. Ii is re.speetrully submitted 
•hcrefcc ihal applicants' mvention. as recited in (he claims presented is patentable over Walker 



ctal. 



Conck i-sion 



II \^ believed d.at the application is in condition for allowance, and such action is- 
re.<!peict fully re<.|uesied, 
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fiespdclfulJy siibmiued, 

David A. Pascarella 

Auom^y forApplicanfs 
Key. No. 3<;,632 

Dated: Sopicmbcr 15, 2004. 

MESLFN ROTIIBNBKRG FARLEY & MESfTl P C 
5 Columbia Circlii 3" ill. 

Albany, New York J2203ol60 
Telephone: (5 f 8) 452-5600 
F.nciiimi le: (51 8) 452-5579 
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